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REMARKS 

I. General 

Claims 1-23 are pending in the present application. Applicant notes with appreciation 
that the Examiner has indicated that claims 7-9 include allowable subject matter and would 
be allowed if rewritten in independent form. Claims 1-6, 11, and 13-15 stand rejected under 
35 U.S.C. § 102. Claims 12 and 19 stand rejected under 35 U.S.C. § 103. Claims 12 and 20- 
23 stand rejected under 35 U.S.C. § 1 12. Claims 1-14 and 16 and the specification stand 
objected to because of informalities. Applicant respectfully traverses the rejections and 
objections of record. 

Dependent claims 7 and 8 have been amended to include the limitations of base claim 
1 and intervening claim 5 from which they depend. Accordingly, claims 7 and 8 have been 
amended to present the original limitations thereof in independent form. The Examiner has 
conceded that claims 7 and 8 include patentable subject matter. Accordingly, claims 7 and 8, 
as well as claim 9 dependent from claim 8, are asserted to be in immediate condition for 
allowance. 

II. The Objections to the Specification 

The specification stands objected to because of an informality wherein "3-1=2" 
appeared at page 8, line 2, rather than "4-1=3". Applicant has submitted herewith a 
replacement paragraph correcting the foregoing. Accordingly, the objection to the 
specification should be withdrawn. 

III. The Claim Objections 

Claims 1-14 and 16 stand objected to because of informalities. Specifically, claims 1 
and 4 stand objected to because the phrase "said set" should be "said set of differentiators". 
Claim 12 stands objected to because recital of "invention" should be "modulator". Claim 16 
stands objected to because "a revised input" should be "an intermediate input signal" and 
"said integrated input signal" should be "said integrated input signal". Applicant has 
amended claims 1, 4, 12, and 16 as suggested by the Examiner. Accordingly, the objections 
to claims 1-14 and 16 should be withdrawn. 
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IV, The 35 U.S.C. § 112 Rejections 

Claims 20-23 stand rejected under 35 U.S.C. § 1 12, first paragraph, as failing to 
comply with the enablement requirement. Claim 12 stands rejected under 35 U.S.C. § 1 12, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which Applicant regards as the invention. Applicant respectfully traverses 
the 35 U.S.C. § 1 12 rejections of record. 

In rejecting claim 20 under 35 U.S.C. § 1 12, first paragraph, the Examiner states that 
"[t]he configuration of claim 20 does not correspond to the disclosure of the drawings," see 
the Office Action at page 4. However, this is not the standard for enablement under 35 
U.S.C. § 1 12, first paragraph, because any part of the disclosure (including the specification, 
drawing, and claims) may be relied upon for enablement, see M.P.E.P. § 2164. Accordingly, 
Applicant respectfully asserts that whether or not the claim corresponds to the disclosure of 
the drawings is immaterial to the claim being patentable under 35 U.S.C. § 112, first 
paragraph. 

Moreover, the portion of claim 20 identified by the Examiner as not corresponding to 
the drawings is clearly present in Figure 8. The rejection of record asserts that the "means for 
providing said modulated output signal to an output of said multi-order delta-sigma 
modulator" is not shown because "no additional circuitry is shown other than the summing 
circuit 600 of Figure 8 for providing said modulated output signal to an output of said multi- 
order delta-sigma modulator," the Office Action at pages 4-5. However, the foregoing is not 
accurate. Figure 8 clearly shows summing circuit 600 coupled to a length of signal path 
external thereto. It is Applicant's position that this length of signal path provides support in 
the drawings for the recited "means for providing said modulated output signal to an output 
of said multi-order delta-sigma modulator." As the Examiner has not provided a reasonable 
basis to question that this length of signal path would not enable one of ordinary skill in the 
art to "provide said modulated output signal to an output of said multi-order delta-sigma 
modulator," as required by M.P.E.P. § 2164.04, Applicant respectfully asserts that the 35 
U.S.C. § 1 12, first paragraph, rejection of record is improper. 



In an effort to expedite issuance of the foregoing claims, Applicant has amended 
claim 20 to delete the limitation "means for providing said modulated output signal to an 
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output of said multi-order delta-sigma modulator," thereby broadening the claim. Applicant 
respectfully asserts that the 35 U.S.C. § 1 12, first paragraph, rejection of claims 20-23 is now 
moot. As such, applicant respectfully asserts that claims 20-23 should stand allowed. 

In rejecting claim 12 under 35 U.S.C. § 1 12, second paragraph, the Examiner states 
that the phrase "said input signal" at lines 2-3 thereof lacks clear antecedent basis. Claim 12 
has been amended to recite "an input signal." It is respectfully asserted that claim 12 is 
patentable under 35 U.S.C. § 1 12, second paragraph. 

V. The 35 U.S.C. § 102 Rejections 

Claims 1-6, 1 1, and 13-15 stand rejected under 35 U.S.C. § 102(a) as being 
anticipated by prior art Figure 5 of the present application. However, to anticipate a claim 
under 35 U.S.C. § 102, a reference must teach every element of the claim, see M.P.E.P. § 
2131. Moreover, in order for a prior art reference to be anticipatory under 35 U.S.C. § 102 
with respect to a claim, "[t]he elements must be arranged as required by the claim," see 
M.P.E.P. § 2131, citing In re Bond, 15 US.P.Q.2d 1566 (Fed. Cir. 1990). Applicant 
respectfully asserts that the prior art represented by Figure 5 does not teach every element of 
the claims and does not teach elements arranged as required by the claims. 

Claim 1 recites that the reference signal of the subsequent delta-sigma modulator 
stages are variable in relation to the reference signal of the first delta-sigma modulator stage. 
The rejection of record relies upon the output of quantizer 51 in delta-sigma modulator stage 
510 as the first reference signal and the output of the quantizer 51 in each subsequent delta- 
sigma modulator stage as the reference signals thereof, see the Office Action at page 6. The 
output of quantizers 51, however, do not meet the recited reference signals. 

The pending claims are to be given their broadest reasonable interpretation consistent 
with the specification, see M.P.E.P. § 21 1 1 (citing In re Hyatt, 54 U.S.P.Q.2d 1664, 1667 
(Fed. Cir. 2000)). Moreover, the words of a claim must be given their plain meaning unless 
Applicant has provided a clear definition in the specification, see M.P.E.P. § 21 1 1.01 (citing 
In re Zletz, 13 U.S.P.Q.2d 1320, 1322 (Fed. Cir. 1989)). The plain and ordinary meaning of 
the adjective "reference" is commonly accepted as "used or usable for reference; esp: 
constituting a standard for measuring or constructing," see Webster's Ninth New Collegiate 
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Dictionary at page 989 (1988), a copy of which is attached hereto for the Examiner's 
convenience. In accordance with the foregoing, the present specification describes delta- 
sigma modulator stages which quantize an input signal using a reference signal to provide an 
output signal of that stage, see page 17, lines 11-14. 

The output of quantizers 5 1 are not taught or suggested to provide a reference signal 
as recited in the claim. Moreover, claim 1 expressly recites "an output of each of said at least 
one subsequent stage." However, the Examiner is relying upon the output of these stages to 
meet the recited reference signal. As such, no element which has not already been relied 
upon to meet an aspect of the claims remains in the prior art of Figure 5 to meet the output of 
each of the subsequent stages recited in claim 1. Accordingly, Applicant respectfully asserts 
that claim 1 and the claims dependent therefrom are patentable under 35 U.S.C. § 102 over 
the prior art of Figure 5. 

In an effort to expedite issuance of the foregoing claims, Applicant has amended 
claim 1 to expressly recite that the reference signal is a quantizer input reference signal, as 
shown inter alia in Figures 6, 7, 8 and 12. Correspondingly, claim 6 has been amended to 
track the language of claim 1 . The claim amendments make the foregoing distinctions 
between a reference signal and the output of quantizers 51 inarguably clear. Claim 1 and the 
claims dependent therefrom are asserted to be patentable under 35 U.S.C. § 102 over the prior 
art of Figure 5. 

Claim 1 5 recites "producing a first modulated signal from an input signal in a first 
delta-sigma modulator stage using a first reference" and "producing subsequent modulated 
signals in subsequent delta-sigma modulator stages using subsequent references . . . ." As 
with claim 1 discussed above, the rejection of record relies upon the output of quantizer 51 in 
delta-sigma modulator stage 5 10 as the first reference signal and the output of the quantizer 
5 1 in each subsequent delta-sigma modulator stage as the reference signals thereof, see the 
Office Action at page 6. The output of quantizers 51, however, do not meet the recited 
reference signals. The output of quantizers 5 1 cannot fairly be read to use the outputs thereof 
to produce a modulated signal from an input signal of a delta-sigma modulator stage. 
Accordingly, claim 15 and the claims dependent therefrom are asserted to be patentable under 
35 U.S.C. § 102 over the prior art of Figure 5. 
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VI. The 35 U.S.C. § 103 Rejections 

Claims 12 and 19 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
the prior art of Figure 5 in view of Melanson, United States patent number 6,373,417 
(hereinafter Melanson). Claims 16-19 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over the prior art of Figure 5 in view of Shieu, United States patent number 
5,191,332 (hereinafter Shieu). However, in order to establish a prima facie case of 
obviousness under 35 U.S.C. § 103, inter alia, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations, see M.P.E.P. § 2143. Applicant 
has shown above that the prior art of Figure 5 does not meet the limitations of base claims 1 
and 15. Moreover, the rejections of record do no rely upon the disclosures of Melanson or 
Shieu to cure the identified deficiencies. Accordingly, Applicant respectfully asserts that a 
prima facie case of obviousness under 35 U.S.C. § 103 has not been made of record with 
respect to claims 12 and 16-19. 

VII. Summary 

In view of the above, Applicant believes the pending application is in condition for 
allowance. 

Applicant believes no fee is due with this response. However, if a fee is due, please 
charge our Deposit Account No. 06-2380, under Order No. 49581/P023US/09906909 from 
which the undersigned is authorized to draw. 

Dated: January 18, 2005 Respectfully submitted, 



R. Ross Viguet ° 
Registration No.: 42,203 
FULBRIGHT & JAWORSKI L.L.P. 
2200 Ross Avenue, Suite 2800 
Dallas, Texas 75201-2784 
(214) 855-8185 
(214) 855-8200 (Fax) 
Attorney for Applicant 
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